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DETAILED ACTION 

Claim Objections 

1 . Claim 1 and 1 5 are objected to because of the following infomnalities: 

2. Claims 1, 4, 5, 14, 15, 17, 18, 25, 27, 29, 28 and 15 cite "the frequency of updates" even 
though they were not previously mentioned and should be corrected to -a frequency of 
measurement updates - to be consistent. 

3. Claims 1 and 15 also cite "in response to the ... the frequency of measurement 
updates". The extra article "the" should be removed and the limitations should change 
to --in response to ... the frequency of measurement updates". Appropriate correction is 
required-. 

4. Claims 10, 11 and 12 cite "the update frequency capability of the subscriber unit" even 
though they were not previously mentioned in their independent claims. Therefore, they should 
be corrected to - an update frequency capability of the subscriber unit -. 

5. Claims 1, 4, 5, 14, 15, 17, 18, 25, 27, 29, 28 and 15 cite "frequency of measurement 
updates". Since the present invention is related to measuring frequencies, the usage of 
"frequency" in this context is confusing and can be misunderstood as a radio frequency of 
measurement update rather than how frequently measurements are updated. For examination 
purpose and applicant convenience, the examiner interprets the phrase "frequency of 
measurement update" as "how often measurements are updated". 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that forni the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

( b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claim 1-4, 6,13,15-17,24, 27-28, 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Menich et al. (US Patent No. 5327575). 

8. Regarding claim 1, Menich teaches a method of selecting earners to be measured by a 
subscriber unit served by a cellular communication system and operable to measure carriers in 
a frequency band (see Abstract and Col. 3-5): 

Dynamically determining a frequency of measurement updates of the subscriber unit 
related when measuring carriers in the frequency band (Col. 3, lines 50-55, col.4 lines 44-64, 
col.5 lines 10-45, Abstract). The cited columns describe the base site frequency list being 
dynamically generated based on the dynamic determination of the timing advance. Since the 
timing advance affects how fast it takes to communicate and thus to send measurements 
reports back and forth between MS and BS. the step of detemriining the timing advance also 
reflects how often measurements are updated which reads on the broad limitation of 
dynamically determining a frequency of measuring updates. 

and selecting a subset of carriers in the frequency band to be measured by the 
subscriber unit in response to the frequency of measurement updates (Col. 3, lines 50-55, col.4 
lines 44-64, col.5 lines 10-45). 

9. Regarding claims 15, it is an apparatus claims corresponding to the above method claim 
1 . Therefore, they are rejected for the same reasons as claims 1 . 

10 . Regarding claim 2 and 16, Menich teaches all the limitations of claim 1 and 15 
respectively. IVIenich further teaches the step and means of transmitting identification of the 
subset of canriers to the subscriber unit (Col. 3, lines 50-55). 
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11. Regarding claim 3, Menich teaches all the limitations of claim 1 (see claim 1 above). 
Menich further teaches the step of the subscriber unit measuring the carriers of the subset of 
earners (Col. 4, lines 20-29). 

12. Regarding claims 27, it teaches a subscriber unit that have the limitations corresponding 
to the above combined method claims of 1 and 3. Therefore, it is rejected for the same reasons 
as claims 1 and 3 (see claim 1 and 3 above). 

13. Regarding claims 4, 17 and 28, Menich teaches all the limitations of claim 1,15 and 27 
respectively. lUenich further teaches the frequency of measurement updates is indicative of 
the time required for the subscriber unit to measure caniers (Col. 3, lines 50-55, col.4 lines 44- 
64, col. 5 lines 10-45, Abstract, see claim 1 above). 

14. Regarding claim 13, 24 and 34, IVIenich teaches all the limitations of claim 1, 15 and 27 
respectively. Menich further teaches the step and means of detennining a handover candidate 
carrier from the subset of carriers (Col. 4, lines 20-29). 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claim 5-10, 14,18-22 and 29-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable Menich et al. (US Patent No. 5327575) in view of ETSI TR 125 922 v3.4.0 2000- 
12 (simply denoted as "SGPPStandard"). 

17. Regarding claim 5, Menich teaches all the limitations of claim 1 (see claim 1 above). 
However, Menich fails to teach that the frequency of measurement updates is indicative of the 
number of receivers in the subscriber unit. In analogous art, SGPPStandard teaches a UE can 
do measurements in Compressed Mode if it has only one receiver and alternatively the receiver 
need not use Compressed Mode to perform measurements when it has a dual receiver, (P. 14, 
Section 5.1.5.1-5.1.5.2.5 and 5.1.6.1). Therefore, it would have been obvious for one of 
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ordinary skill in the art at the time of the invention to modify Menich's teaching of frequency of 
measurement updates to be indicative to number of receivers of the subscriber taught by 
3GPPStandard. Because knowing how many receivers a subsaiber has would allow the 
network to have a better judgment of assigning the appropriate number of earners that a 
subscriber can handle/measure without being overloaded, thus the handoff measurement 
quality is increased. 

18. Regarding claim 6, Menich teaches all the limitations of claim 1 (see claim 1 above). 
However, Menich fails to teach that the frequency band is a frequency band of a second 
communication system. In an analogous art, 3GPP2000 teaches that in a handover process 
from 3G to 2G, inter-system needs to notify the UE of the existing GSM frequencies in the area 
(P. 14, section 5.1.5.1). 

19. Regarding claim 7, Menich teaches all the limitations of claim 1 (see claim 1 above). 
However, Menich fails to teach that the cellular communication system and the second 
communication system use different radio access technologies. In an analogous art, 
3GPP2000 teaches Inter Radio Access Technology Handover (P. 14, Title of Section 5.1.5). 
Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Menich's teaching of measuring the carriers to also include the handover 
between different radio technologies because it would allow the system to be compatible with 
the new technologies and thus be more integrate-able. 

20. Regarding claim 8, Menich and 3GPP2000 teach all the limitations of claim 7 (see claim 
7 above). 3GPP2000 further teaches the cellular communication system is a GSM 
communication system (2G) and the second communication system is a UMTS (3G) 
communication system (p14, section 5.1.5.2). 

21 . Regarding claim 9. Menich and 3GPP2000 teach all the limitations of claim 7 (see claim 
7 above). 3GPP2000 further teaches the communication system is a UMTS communication 
system and the second communication system is a GSM communication system (Handover 3G 
to 2G. page 14, section 5.1.5.1). 

22. Regarding claim 10, Menich teaches all the limitations of claim 1 (see claim 1 above). 
However, Menich fails to teach that the update frequency capability of the subscriber unit is 
determined from a subscriber unit capability report indicating if compressed mode is required to 
perform measurements on a GSM communication system. In analogous art, SGPPStandard 
teaches a UE can do measurements in Compressed Mode if it has only one receiver and 
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alternatively the receiver need not use Compressed Mode to perfonn measurements when it 
has a dual receiver, (P.14, Section 5.1.5.1-5.1.5.2.5 and 5.1.6.1). Therefore, it would have been 
obvious for one of ordinary skill in the art at the time of the invention to modify Menich's 
teaching of frequency of measurement updates to be indicative to number of receivers of the 
subscriber taught by 3GPPStandard. Because knowing how many receivers a subscriber has 
would allow the networi< to have a better judgment of assigning the appropriate number of 
carriers that a subscriber can handle/measure without being overioaded, thus the handoff 
measurement quality is increased. 



23. Regarding claim 14. Menich teaches all the limitations of claim 1 (see claim 1 above). 
Although they fail to teach specifically that the frequency of measurement updates is determined 
from the number of measurement reports reported from the subscriber unit within a given time 
interval, 3GPP2000 teaches that the number of cells which can be reported by the UE depends 
on the characteristics of the activated compressed mode patterns (Page 18, section 5.1.6). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time of the 
invention was made to derive the perfomiance characteristic (single or dual mode receiver) 
based on the number of the reports to select a re pertinent set of carriers to be measured. 

24. Regarding claims 18-22, they are apparatus claims corresponding to the above 
method claims of 5- 9 respectively. Therefore, they are rejected for the same reasons as claims 
5- 9 respectively. 

25. Regarding claims 29-33, they are claims relating to a subscriber unit that corresponds to 
the above method claims of 5-9. Therefore, they are rejected for the same reasons as claims 5- 
9 respectively. 

26. Claims 11,12 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Menich et al. (US Patent No. 5327575) in view of ETSi TR 125 922 v3.4.0 2000-12 (simply 
denoted as "3GPP2000") and further in view of Lupien (US Patent No. 5857153). 

27. Regarding claim 11 and 23, IVIenich and 3GPP2000 teach all the limitations of claim 7 
and 1 5 respectively. However, they fail to teach that the size of the subset of carriers is 
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dependent on an update frequency capability of the subscriber unit. In an analogous art, Lupien 
teaches that when a dual-band capable receive a neighbor list of both 800 and 1900 MHz while 
the mobile stations that only operates at the 800MHz receives only neighbor cells operating at 
800MHz (Col. 6, lines 49-55). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time of the invention was made add the feature of measuring only the 
frequencies that the UE is capable of measuring to ensure high accuracy for handoff. 

28. Regarding claim 12, Menich teaches all the limitations of claim 1 (see claim 1 above). 
Lupien further teaches the limitations wherein the subset of canriers is an ordered subset of 
carriers and the order of carriers in the subset of carriers is the update frequency capability of 
the subscriber unit (neighbor cells indicated in a measurement order from the base station, CoL 
6, lines 45-47). 

Response to Amendment 

Applicant's arguments, filed 11/22/05, with respect to the rejection(s) of claim(s) 

1-34 under 103(a) Have been fully considered but and moot in view of the new 
ground(s) of rejection. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth In 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Dung Lam whose telephone number is (571) 272-6497. The examiner 
can nonnally be reached on M - F 9 - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Lester Kincaid can be reached on (571) 272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more infomiation about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free). 
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